
United States Patent and Trademark Office 



l-MTED STA I KvS DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 

Address: COMMiSSrONERFOR PATENTS 
P.O.Ufrt 1450 

AlcXBOdrw. Viripi}id?23IM450 

VrWW.USptO.gCFV 



I ATTORNBY IKX.KET NO. CONKIKMATION NO. | 



APPUCATtONNO. | FtUNG DATE | 



Fim NAMED INVENTOR 



10/695.127 



ia'2S/2003 



Mark Thomas Endicott- 



759(» 



Mark Endicott 
333-A Rolling Hills Rd. 
Mooresville. NC 28117 



EXAMINER 



BAREFORD, KATHERFNE A 



ART UNIT 



PAPERNUMBER 



1762 



DATE MAILED: 02/16/'20O5 



Please find below and/or attached an Office coniniunication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



OfficB Action Summon/ 


Application No. 

10/695,127 


Applicant(s) 

ENDICOTT ETAL 


Examiner 

Katherine A. Bareford 


Art Unit 

1762 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDON ED (35 U.S.C. § 1 33). 
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DETAILED ACTION 

cificaiion 

1. Tke specification is otjected to as failing to provide proper antecedent Lasis for tke 
claimed sutject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of tke 
following is required: 

(1) tke features of claims 1 and 6 tkat tke wkeel is metallic need to ke provided in tke 
specification; 

(2) tke features of claims 2 and 10 as to tke specific wkeel type need to te provided in tke 
specification; 

(3) tke features of claims 3, 7 and 11 as to tke use of metal or a composite need to he 
provided in tke specification (see paragrapk 006); 

(4) tke features of claims 4, 8 and 12 as to tke specific spraying tecknique need to ke 
provided in tke specification (paragrapk 006 does not provide all tke listed teckniques); 

(5) tke features of claims 9 and 14 as to kow rougkening alone wiU provide tke desired 
features need to ke provided in tke specification; 

(6) tke features of claim 14 as to mackining or otkerwise meckanically treating tke tead 
seat need to Le provided in tke specification (see paragrapk 006). 



Claim Rejections - 35 USC §112 
2. Tke following is a quotation of tke first paragrapk of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, anJ of the manner anJ process of making 
and using it, in such full, clear, concise, and exact terms as to enahle any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the hest mode 
contemplated hy the inventor of carrying out his invention. 

3. Claims 9-10 and 14 rejected under 35 U.S.C, 112, first paragrapk, because tke 

A 

specification, wkile Leing enabling for providing a coating witb a rougk surface of "rougk, kard 
material" on a bead seat, does not reasonably provide enablement for providing tke wkeel witk 
simply a rougk surface. Tke specification does not enable any person skilled in tke art to wkick it 
pertains, or witk wkick it is most nearly connected, to make and/or use tke invention 
commensurate in scope witk tkese claims. 

Tke specification (see paragrapks 002, 004, 006, etc.) indicates tkat tke invention 
provides for a coating of a kard, rougk material on tke bead seat. Tkere is no indication tkat tke 
benefits of tke invention can be provide any otker surface, including by simply rougkening 
tke surface of tke bead seat of tke wkeel. However, tkis simple rougkening is allowed ky claims 9- 
10 and 14. As a result, one of ordinary skill in tke art would kave to perform undue 
experimentation to determine if rougk surfaces formed otker tkan ky coating a kard, rougk 
material can provide tke desired slippage prevention. 

4. Tke following is a quotation of tke second paragrapk of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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5. Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as teing indefinite for 
failing to particularly point out and distinctly claim tke sutject matter wkick applicant regards as 
tke invention. 

Claim 1, line 2, after "metallic wkeel", applicant should insert "witk a Lead seat" to 
provide proper antecedent Lasis for 'Hke tead seat" of line 3. 

Claim 1, line 3, "rougk, kard material" is vague and indefinite as provided, Lecause it is 
unclear kow textured tke surface must Le to te considered "rougk" and it also unclear wkat 
kardness is required to ke considered "kard". 

Claim 2, lines 1-2, "consisting essentially of" skould ke "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can te part of tke group. 

Claim 3, line 2, "consisting essentially of" skould te "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can ke part of tke group. 

Claim 4, line 2, "consisting essentially of" skould ke "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can te part of tke group. 

Claim 5, lines 1-2, it is unclear as worded wketker tke "rougk, kard coating" is to ke 
applied over tke adkesive or wketker tke adkesive is tke "rougk, kard coating". 

Claim 6, line 2, after "metallic wkeel", applicant skoxild insert "witk a tead seat" to 
provide proper antecedent tasis for "tke tead seat" of line 3. 
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6, line 5, "rougk, kard material" is vague and indefinite as provided, because it is unclear 
kow textured tke surface must ke to ke considered *'rougk" and it also unclear wkat kardness is 
required to ke considered "kard". 

Claim 7, knes 1-2, "consisting essentially of" skoiJd ke "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can ke part of tke group. 

Claim 8, line 2, "consisting essentially of" skoiJd ke "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can ke part of tke group. 

Claim 9, line 1, "tke kead seat" lacks antecedent kasis as worded. Line 1 would ke clearer 
as "A vekicle wkeel witk a kead seat in wkick tke surface of tke kead seat of said wkeel is rougk, 
wkereky. . .", 

Claim 9, li» 1, "rougk" is unclear as to kow textured tke surface must ke to ke 
A 

considered rougk. 

Claims 10, 11, 12, 13 and 14, all of tkese claims depend from claim 9, wkick is a 
product claim (tke wkeel), kut tkese claims indicate tkat tke claims are "tke metkod of claim 9". 
It is improper for a metkod claim to depend from a product claim. For tke purposes of 
examination, tke Examiner is treating tkese claims as product claims ("tke wkeel of claim 9 . . 

."). 
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claim 10, lines 1-2, "consisting essentially of" skoulJ te "consisting of" to provide a 
proper Marfcusk group wording of "selected from tke group consisting of". Otkerwise it is unclear 
wkat otker memkers can be part of tke group. 

Claim 11, line 2, "consisting essentially of" skould ke "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can be part of tke group. 

Claim 12, line 2, "consisting essentially of" skould Le "consisting of" to provide a proper 
Markusk group wording of "selected from tke group consisting of". Otkerwise it is unclear wkat 
otker memkers can ke part of tke group. 

Claim 13, it is unclear as worded wketker tke "coating" is to te applied over tke adkesive 
or wketker tke adkesive is tke "coating". 

Claim Rejections - 35 USC §102 

6. Tke following is a quotation of tke appropriate paragrapks of 35 U.S.C. 102 tkat form 
tkekasisfortke rejections under tkis section made in tkis Office action: 

A person skall Le entitled to a patent unless — 

tke invention was patented or describeJ in a printed publication in tkis or a foreign country or in public use or on 
sale in tkis country, more tkan one year prior to tke date oi. application {or patent in tke United States. 

7. Claimsl, 3,4, 9, llan(ll2 are rejected under 35 U.S.C. 102(k) as keing anticipated by 
Weietal(US 5569496). 

claim 1 : Wei teackes a metkod of reducing tke skp of a tire on a vekicle wkeel. Column 
4, lines 60-68. A metaUic wkeel is provided. Column 2, knes 45-65. Tke wkeel kas a Lead 
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seat. Column 2, lines 55-65 and figure 3. Tke surface oi tke Lead seat is coated witk a material. 
Column 4, lines 30-68. Tke material is kard. Column 4, lines 50-60 (metal). Tke material is 
rougk. Column 4, lines 60-68 (tke material is rougker tkan tke wkeel surface). Tke friction 
ketween tke tire and tke wkeel is increased, tkus reducing slip. Column 4, lines 60-68. 

Claims 3, 11: tke coating can ke metal. Column 4, lines 50-60. 

Claims 4, 12: tke coating can ke ky plasma spraying. Column 4, lines 53-55. 

Claim 9: ky following tke process of Wei as in claim 1 atove, a vekicle wkeel is provided 
witk a rougk surface on tke Lead seat. Column 4, lines 30-68. 

Claim Rejections - 35 USC §103 

8. Tke following is a quotation of 35 U.S.C. 103(a) wkick forms tke Lasis for all 
oLviousness rejections set fortk in tkis Office action: 

(a) A patent may not te ottaineJ tkougk tke invention is not identically disclosed or descriked as set fortk in 
section 102 of tkis title, if tke differences ketween tke sukject matter sougkt to ke patented and tke prior art are 
suck tkat tke sukject matter as a wkole would kave keen okvious at tke time tke invention was made to a person 
kaving ordinary skill in tke art to wkick said sukject matter pertains. Patentakikty skall not ke negatived ky tke 
manner in wkick tke invention was made. 

9. Tkis application currently names joint inventors. In consiaering patentaLikty of tke 
claims under 35 U.S.C. 103(a), tke examiner presumes tkat tke sukject matter of tke various 
claims was commonly owned at tke time any inventions covered tkerein were made aksent any 
evidence to tke contrary. Applicant is advised of tke oLligation under 37 CFR 1.56 to point out 
tke inventor and invention dates oi eack claim tkat was not commonly owned at tke time a later 
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invention was made in order fortke examiner to consider tke applicatility of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (£) or (g) prior art under 35 U.S.C. 103(a). 
10. claims 2, 6-8, 10 and 14 are rejected under 35 U.S.C. 103(a) as teing unpatentable 
over Wei as applied to claims 1, 3-4, 9, 11 and 12 atove, and furtker in view of Kaufold et al 
(US 2004/0142109). 

It is noted tkat tke effective date of Kaufold extends kack to Sept. 25, 2002, as all of tke 
material relied upon of Kaufold in tke rejection Lelow also is provided in provisional appkcation 
60/413,359 from wkick Kaufold claims priority. 

Wei teackes all tke features of tkese claims except tkat (1) tke wkeel is a truck wkeel, etc. 
(claims 2, 10), (2) tkat tke surface is akrasively Wasted prior to coating (claims 6-8 and 14). 

However, Kaufold teackes a metkod of coating a vekicle wkeel. Paragrapk [0009]. A 
metallic wkeel is provided. Paragrapk [0010]. Tke wkeel kas a Lead seat. Figure 2 and paragrapk 
[0010]. Tke surface of tke kead seat is coated witk a material, suck as a metal. Paragrapks 
[0028] — [0031]. Tke coating can ke appUed ky tkermal spraying, suck as ky plasma spraying. 
Paragrapk [0035] . Tke vekicle wkeel can ke a truck wkeel. Paragrapk [0003]. Prior to tkermal 
spraying tke Lead seat, tke surface can Le aLrasively Llasted (tkus rougkening tke surface) to 
prepare tke surface for tkermal spraying. Paragrapks [0009] and [0036]. 

It would kave keen okvious to one oi ordinary skill in tke art at tke time the invention was 
made to modify Wei to use a truck wkeel as tke vekicle wkeel as suggested ky Kaufold witk tke 
expectation of providing a desirakle truck wkeel, Lecause Wei teackes a treatment for a vekicle 
wkeel to desirakly kold tke tire in contact witk tke wkeel rim and Kaufold teackes tkat a wkeel 
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witk a wkeel rim koUing a tire can Jesiratly Le a truck wkeel. Furtkermore, it woxilJ kave keen 
okvious to modify Wei to akrasively klast tke surface of tke wkeel prior to applying tke coating as 
suggested ky Kaufold in order to provide a desirakly coated surface, kecause Wei teackes a metkod 
of tkermal spraying a coating to tire kead seats in wkeels and Kaufold teackes tkat wken tkermal 
spraying a coating to tire seats in wkeels, it can ke desirakle to akrasively klast tke surface 
prior to spraying to prepare tke surface for spraying. 

11. Claims 1, 3, 5, 9, 11 and 13 are rejected under 35 U.S.C. 103(a) as keing unpatentakle 
over Japan 2002-178723 (kereinafter 723) in view ofWeietal(US 5569496). 

Claim 1: *723 teackes a metkod of reducing tke skp of a tire on a vekicle wkeel. Akstract 
and paragrapks [0008] and [0020]. A wkeel is provided. Akstract. Tke wkeel kas a kead seat. 
Akstract and figures 1-2. Tke surface of tke kead seat is coated witk a material. Akstract and 
paragrapks [0013]— [0014]. Tke material is kard. Paragrapks [0017] and [0020] (tke adkesive 
kardens and it can also contain kard particles). Tke friction ketween tke tire and tke wkeel is 
increased, tkus reducing slip. Paragrapks [0008] and [0020]. 

Claims 3, 11: tke coating can ke a composite. Paragrapk [0020] (tke polymer adkesive 
plus kard particles). 

Claims 5, 13: tke coating can ke an adkesive. Akstract (tkus providing tke coating ky 
means of an adkesive). 

Claim 9: ky following tke process of *723 as in claim 1 akove, a vekicle wkeel is provided 
witk a coating surface on tke kead seat. Akstract and figures 1-2. 
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'723 teackes all tke features of tkese claims except (1) tkat tke wkeel is metaUic and (2) 
tkat tke coating is rough. 

However, Wei teackes a metkod of reducing tke skp of a tire on a vekicle wkeel. Column 
4, knes 60-68. A metallic wkeel is provided. Column 2, lines 45-65. Tke wkeel kas a kead 
seat. Column 2, lines 55-65 and figure 3. Tke surface of tke kead seat is coated witk a material. 
Column 4, lines 30-68. Tke material is kard. Column 4, lines 50-60 (metal). Tke material is 
rougk. Column 4, lines 60-68 (tke material is rougker tkan tke wkeel surface). Tke friction 
ketween tke tire and tke wkeel is increased, tkus reducing slip. Column 4, lines 60-68. 

It wotJd kave keen okvious to one of ordinary skill in tke art at tke time the invention was 
made to modify *723 to use a meteJlic wkeel as suggested ky Wei witk tke expectation of 
providing a desirakle wkeel, kecause '723 teackes a treatment for a vekicle wkeel to desirakly kold 
tke tire in contact witk tke wkeel rim and Wei teackes tkat a wkeel witk a wkeel rim kolding a 
tire can desirakly ke a metallic. Furtkermore, it would kave keen okvious to modify '723 to 
provide a rougk surface on tke coating as suggested ky Wei in order to provide a desirakly coated 
surface, kecause *723 teackes a treatment for a vekicle wkeel to desirakly kold tke tire in contact 

slippage. 

witk tke wkeel rim and prevent^and Wei teackes wken providing treatment for a vekicle wkeel to 
desirakly kold tke tire in contact witk tke wkeel rim, it is desirakle to make tke coating surface 
rougker tkan tke wkeel surface to kelp prevent slippage. 



Conclusion 
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Any inquiry concerning tkis communication or earker communications irom tke 
examiner skould be directed to Katkerine A. Bareford wkose telepkone numker is (571) 272- 
1413. Tke examiner can normally ke reacke d on M-F(6:30-4:00) witk tke First Friday Otf. 

If attempts to reack tke examiner hy telepkone are unsuccessful, tke examiner's 
supervisor, Skrive P. Beck can ke reacked on (571) 272-1415. Tke fax pkone numkers for tke 
organization wkere tkis application or proceeding is assigned are (703) 872-9306 for regular 
communications and for After Final communications. 

Otker inquiries can ke directed to tke Teck Center 1700 telepkone numker at (571) 

272-1700. 

Furtkermore, information regarding tke status of an application may ke oktained from 
tke Patent Application Information Retrieval (PAIR) system. Status information for puklisked 
applications may ke oktained from eitker Private PAIR or Puklic PAIR. Status information for 
unpuklisked applications is availakle tkrougk Private PAIR only. For more information akout 
tke PAIR system, see kttp://pair-direct.uspto.gov . Skould you kave questions on access to tke 
Private PAIR system, contact tke Electronic Business Center (EBC) at 866-217-919? (toll- 
free). 
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